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DETAILED ACTION 

1 . This is a non-final Office Action in response to the present US application 
number 10/625,385 filed on July 23 rd , 2003 and IDS filed on April 09 th , 2004. Claims 1- 
15 are pending and have been examined. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 14 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. In particular, according to the disclosure, the components 
are logical and not physical. Thus, the interface and the various components are all 
software modules per se. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent Publication No. US 2002/0042277 A1 to Smith, Steven W. ('Smith") in view 
of U.S. Patent Publication No. US 2002/0026527 to Das et al. ("Das"). 
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As to claim 1, Smith does not fully discloses a method for maintaining 
SIP contact addresses using event subscription: 

receiving, by a SIP proxy user agent (UA), a non-SIP registration 
request from a remote unit. In particular, Smith discloses the concept within 
one of the various embodiments wherein a client (2G subscriber) registering with 
a SIP proxy (e.g. Smith: paragraphs [0039] and [0044]). 

In addition, Das also further discloses the concept of a mobile client node 
can request to register with a dynamic tunneling agent (DTA) in a foreign (or 
remote) network (which are equivalent to SIP proxy user agents in a home 
network) (e.g. Das: paragraph [0060]); 

sending, in response to the registration request, a combined 
registration and event subscription message for the remote unit to a SIP 
registrar. In particular, Smith discloses the concept within one of the various 
embodiments wherein the 2G client subscriber in addition to registering is also 
subscribing to receive information from the 3G environment (e.g. Smith: 
paragraphs [0039-0040]); and 

receiving, from the SIP registrar, a notification that indicates that an 
old contact address based on the combined registration and event 
subscription message is being replaced by a new contact address for the 
remote unit. In particular, Smith discloses the concept within one of the various 
embodiments wherein the 2G client subscriber would periodically send a 
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notification message to update the current location with the Home Location 
Register (HLR) (e.g. Smith: paragraph [0044]). 

In addition, Das also further discloses the concept of wherein the mobile 
client node can request for an update on the node's address information (e.g. 
Das: paragraph [0060]). 

Das and Smith are analogous art because they are in the same field of 
endeavor with respect to registering and subscribing to different networks. 

At the time of the invention, it would have been obvious to one of ordinary 
skill in the art to combine Das' concept of registering and subscribing to networks 
within Smith's concept of registering and updating a mobile client across various 
networks within. The suggestion/motivation for combining them would be to keep 
better track of the roaming mobile nodes as they move between various networks 
and getting their addresses updated. 

As to claim 2, Smith further discloses the method of claim 1 wherein 
the combined registration and event subscription message comprises a 
SIP REGISTER message and an indication of an event to which the SIP 
proxy UA subscribes (e.g. example used in paragraph [0034-0035] discloses of 
a husband's mobile client registered and roaming around, which can be tracked 
and thus provides indications to the wife of what's going on). 
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As to claim 3, Smith further discloses the method of claim 2 wherein 
the event to which the SIP proxy UA subscribes is contact address 
changes (e.g. paragraphs [0021-0022], example used in paragraph [0034-0035], 
and Figure 7). 

As to claim 4, Smith further discloses the method of claim 2 wherein 
the combined registration and event subscription message comprises a 
SIP REGISTER message and a SIP SUBSCRIBE message Event header 

(registering and subscribing to keep track of new changes, e.g. paragraphs 
[0039-0040], [0044], and Figures 1 and 7). 

As to claim 5, Smith further discloses the method of claim 1 wherein 
the notification further indicates the new contact address for the remote 
unit (e.g. paragraphs [0021-0022] and Figure 7). 

In addition, Das also further discloses the concept of wherein the mobile 
client node can request for an update on the node's address information (e.g. 
Das: paragraph [0060]). 

Das and Smith are analogous art because they are in the same field of 
endeavor with respect to registering and subscribing to different networks. 

At the time of the invention, it would have been obvious to one of ordinary 
skill in the art to combine Das' concept of registering and subscribing to networks 
within Smith's concept of registering and updating a mobile client across various 
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networks within. The suggestion/motivation for combining them would be to keep 
better track of the roaming mobile nodes as they move between various networks 
and getting their addresses updated. 

As to claim 6, Smith further discloses the method of claim 5 wherein 
the notification comprises a SIP NOTIFY message (e.g. paragraph [0044]). 

As to claim 7, Smith further discloses a method for maintaining SIP 
contact addresses using event subscription: 

receiving a combined registration and event subscription message 
for a remote unit from a first SIP proxy user agent (UA). In particular, Smith 
discloses the concept within one of the various embodiments of wherein a 2G 
client subscriber in addition to registering with the proxy is also subscribing to 
receive information from the 3G environment (e.g. Smith: paragraphs [0039- 
0040]; 

storing, as contact information for the remote unit, a first contact 
address based on the combined registration and event subscription 
message. In particular, Smith discloses the concept within one of the various 
embodiments of a CelllD, which gets updated as the client changes locations 
(e.g. Smith: paragraph [0044] and Figure 7); 

in response to receiving the combined registration and event 
subscription message, subscribing the first SIP proxy UA to the contact 
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information for the remote unit. In particular, Smith discloses the concept 
within one of the various embodiments wherein all the contact information is 
collected in the HLR (e.g. Smith: paragraphs [0045-0046] and Figure 1; 

receiving a registration message for the remote unit from a second 
SIP proxy UA after receiving the combined registration and event 
subscription message. In particular, Smith discloses the concept within one of 
the various embodiments wherein a mobile client can register with a Visitor 
Mobile Switching Center (V-MSC), which can also requests for more information 
from the original HLR (e.g. Smith: paragraphs [0028-0029] and Figure 4); 

updating the contact information with a second contact address 
based on the registration message. In particular, Smith discloses the concept 
within one of the various embodiments wherein the contact and location 
information can be updated as the mobile client roams from place to place and 
the new information gets updated in the original HLR (e.g. Smith: paragraphs 
[0028-0029[ and Figures 1 , 4, and 7); and 

notifying the first SIP proxy UA that the contact information for the 
remote unit has changed. In particular, Smith discloses the concept within one 
of the various embodiments wherein the 2G client subscriber would periodically 
send a notification message to update the current location with the Home 
Location Register (HLR) (e.g. Smith: paragraph [0044]). 
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In addition, Das also further discloses the concept of wherein the mobile 
client node can request for an update on the node's address information (e.g. 
Das: paragraph [0060]). 

Das and Smith are analogous art because they are in the same field of 
endeavor with respect to registering and subscribing to different networks. 

At the time of the invention, it would have been obvious to one of ordinary 
skill in the art to combine Das' concept of registering and subscribing to networks 
within Smith's concept of registering and updating a mobile client across various 
networks within. The suggestion/motivation for combining them would be to keep 
better track of the roaming mobile nodes as they move between various networks 
and getting their addresses updated. 

As to claims 8, 9, and 10, see the similar conceptual rejections of claims 
2, 4, and 5 respectively. 

As to claim 11, Smith further discloses the method of claim 10 wherein 
notifying comprises notifying the first SIP proxy UA that the second 
contact address has replaced the first contact address (the mobile client 
would periodically update the location and contact information with each new 
proxy as it moves around and back with the HLR, e.g. Smith: paragraph [0044] 
and Figure 7). 
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In addition, Das also further discloses the concept of wherein the mobile 
client node can request for an update on the node's address information (e.g. 
Das: paragraph [0060]). 

Das and Smith are analogous art because they are in the same field of 
endeavor with respect to registering and subscribing to different networks. 

At the time of the invention, it would have been obvious to one of ordinary 
skill in the art to combine Das' concept of registering and subscribing to networks 
within Smith's concept of registering and updating a mobile client across various 
networks within. The suggestion/motivation for combining them would be to keep 
better track of the roaming mobile nodes as they move between various networks 
and getting their addresses updated. 

As to claim 12, see the similar conceptual rejection of claim 6. 

As to claim 13, see the similar conceptual rejection of claim 4. 

As to claim 14, see the similar corresponding conceptual rejection of 
claim 1 . In addition, Smith further discloses the concepts of 

a wireless network interface (wireless telecommunication networks with 
various interfaces, e.g. Smith: paragraphs [0039]); and 
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a SIP proxy user agent, communicatively coupled to the wireless 
network interface, adapted to (e.g. Smith: paragraph [0039])... (see the 
conceptual rejections of claim 1). 



As to claim 15, see the similar conceptual rejection of claim 7. In addition, 
Smith further discloses the concepts of 

a SIP location data base (SIP User Agent Server (or database), e.g. 
Smith: paragraph [0039]); and 

a SIP registration processor, communicatively coupled to the SIP 
registration data base, adapted to (processor exists within a database, e.g. 
Smith: paragraph [0039])... (see the corresponding conceptual rejection of claim 
7). 



Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to XIANG YU whose telephone number is (571)270-5695. 
The examiner can normally be reached on Monday - Friday 8:00am - 5:00pm with every 
other Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrice L. Winder can be reached on (571)272-3935. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Patrice Winder/ 

Primary Examiner, Art Unit 2445 

/X. Y7 

Examiner, Art Unit 2445 



